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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/17/2007 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1 and 9 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Regarding claims 1 and 9, these claims recite the limitation "past shopping 
behavior metrics for each product class as derived from past incentives redeemed, past 
incentives refused, and a plurality of items first scanned within a product class". The 
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specification discusses selecting incentives based on past shopping history, but the 
Examiner has found no recitation in the specification to account for selecting incentives 
based on past incentives redeemed. Further lacking from the specification are 
recitations directed towards selecting incentives based on past incentives refused and 
selecting incentives based on "a plurality of items first scanned". 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 and 9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Regarding claims 1 and 9, these claims recite the limitation "a plurality of items 
first scanned". This is unclear. It is possible for one item to be the first item scanned 
within a plurality of items. It is unclear how multiple items can be "first" scanned. It is 
further unclear as to how many items may be scanned and still be considered to be 
"first". 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-5, 7-13, 15, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Deaton (U.S. Patent No. 6,292,786) in view of Sloane (U.S. 
Patent No. 5,918,211), and further in view of Christensen (U.S. Patent No. 
5,710,886). 

Regarding claims 1, 2, 4, 9, and 10, Deaton teaches delivering shopping 
incentives individually customized to influence each customer l(Column 4, Lines 50-54) 
in which the incentives are generated by a plurality of independently competing 
manufacturer controlled dynamic offer engines (Column 4, Lines 1-6, Figure 1, 
Reference 16, and Column 10, Lines 43-47) that customize each incentive to meet 
manufacturer objectives including market share (Column 4, Lines 45-49, Column 2, 
Lines 41-47, and Column 9, Lines 24-30). A manufacturer can't apply a marketing 
campaign for which funds are not available, and thus funding (budget) is inherently an 
internal concern for a company. Deaton determines the incentives based on currents 
purchases (scanned at a point of sale) (Column 4, Lines 50-54 and Column 9, Lines 37- 
38) and customer past purchase history (Column 4, Lines 50-54). Incentives based on 
current purchases take into account all products, regardless of their order of scanning, 
and thus reads on items that are "first" scanned or "last" scanned. 

Deaton does not appear to specify a wireless scanning device. Sloane teaches a 
wireless device with a UPC bar code scanner used by the shopper to scan product bar 
codes in a store (Abstract). The device uses the bar codes scanned, along with 
consumer purchase history (shopper information) to determine an incentive for the user 
(Abstract). The incentive offered to the user could be a promotion for the product 
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scanned or a promotion for other competitive products (this is an example of 
competitive incentive offer engines) (Column 3, Lines 16-28). The user is able to select 
which promotional offers to be redeemed (Column 3, Lines 16-28). The wireless device 
can communicate the redeemed incentives to a point of sale (Column 3, Lines 48-59). 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to give the consumer a portable device for discount offers instead 
of supplying the offers at the point of sale when the customer is already checking out. 

While Deaton teaches informing the manufacturers of which coupons were 
redeemed (Column 4, Lines 15-19 and 37-40), neither Deaton nor Sloane appear to 
specify targeting incentives based on past incentives redeemed and past incentives 
refused. Christensen teaches a method of distributing coupons in which selecting the 
coupons is based on which coupons have been used in the past (past incentive 
redeemed) and which coupons have not been used (since the coupons were sent to the 
user and never redeemed, this equates to the a past incentive that was refused by the 
user) (Column 1 1 , Lines 4-1 2). While Deaton and Sloane do not appear to specify 
using these specific methods of targeting, one of ordinary skill would have recognized 
that applying these old and well known targeting techniques (using information 
communicated in to the manufacturers in Deaton) would have yielded predictable 
results and resulted in an improved (and more targeted) incentive system. 

Regarding claims 3, 5, 7, 11-13, 15, and 16, Deaton teaches Internet 
connection, wireless connections, and dedicated lines (Column 9, Lines 15-23). Sloane 
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teaches communication over radio frequency and cellular communications (Column 7, 
Lines 49-57). 

Regarding claim 8, the circuitry contained within the device of Sloane is the 
same type of circuitry that could be found in a GPS, and therefore, Sloane's wireless 
device comprises GPS circuitry. 

5. Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Deaton (U.S. Patent No. 6,292,786) in view of Sloane (U.S. Patent No. 
5,918,211) and further in view of Christensen (U.S. Patent No. 5,710,886) and yet 
further in view of Anttila (U.S Patent No. 6,862,575). 

Regarding claims 6 and 14, Deaton, Sloane, and Christensen do not appear to 
specify a wireless device as generating a bar code to be scanned by a point of sale. 
Anttila teaches a wireless device that generates a scannable bar code (Column 5, Lines 
6-10). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to allow Sloane's device to generate bar codes to promote ease of 
use. 

Response to Arguments 

Due to amendments to the claim language and the new rejections applied with 
respect to those amendments, all arguments are rendered moot. 



Application/Control Number: 1 0/071 ,537 Page 7 

Art Unit: 3622 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL BEKERMAN whose telephone number is 
(571)272-3256. The examiner can normally be reached on Monday - Friday, 7:30 - 
3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571 ) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MB 



/Eric W. Stamber/ 

Supervisory Patent Examiner, Art Unit 3622 



